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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 04 May 2009 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-14 is/are pending in the application. 

4a) Of the above claim(s) 11-14 is/are withdrawn from consideration. 
Claim(s) is/are allowed. 

6) |EI Claim(s) 1-10 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 06/28/2005 is/are: a)|3 accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)E| All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1) D Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 
Paper No(s)/Mail Date 06/28/2005 . 6) □ Other: . 
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DETAILED OFFICE ACTION 

Applicants response filed 05/04/2009 is acknowledged. 

Election/Restrictions 

Applicant's election without traverse of the invention of Group I (claims 1-10) in 
the reply filed on 05/04/2009 is acknowledged. 

Claims 11-13 (Group II) and claim 14 (Group III) are withdrawn from further 
consideration pursuant to 37 CFR 1 .142(b) as being drawn to a nonelected invention, 
there being no allowable generic or linking claim. Election was made without traverse 
in the reply filed on 05/04/2009. 

Claims 1-14 are pending. Claims 11-14 are withdrawn from consideration. Claims 
1-10 are currently under examination. 

Priority 

Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 1 9(e) 
or under 35 U.S.C. 1 20, 1 21 , or 365(c) to GB 0300573.3 is acknowledged. 
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Information Disclosure Statement 

The information disclosure statement (IDS) submitted on 06/28/2005. The 
references cited therein have been considered by the examiner except those citations 
that lined through on the accompanying PTO 1449 form. Specifically, while applicants 
have provided a copy of the International Search Report from the associated PCT filing 
in the instant application (which is not cited in the IDS submitted on 06/28/2005), 
applicants have not provided a copy of the Nuss et al. reference. As such, the Nuss et 
al. reference has not been considered by the examiner. 



Specification 

The disclosure is objected to because of the following informalities: 
The incorporation of essential material in the specification by reference to an 
unpublished U.S. application, foreign application or patent, or to a publication is 
improper. See the instant specification at page 10, 2nd paragraph (European patent 
application 01907935.9) 

Applicant is required to amend the disclosure to include the material incorporated 
by reference, if the material is relied upon to overcome any objection, rejection, or other 
requirement imposed by the Office. The amendment must be accompanied by a 
statement executed by the applicant, or a practitioner representing the applicant, stating 
that the material being inserted is the material previously incorporated by reference and 
that the amendment contains no new matter. 37 CFR 1 .57(f). 
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The instant disclosure is further objected to because it does not contain the 
following sections following an appropriate heading. 

Cross-References to Related Applications : See 37 CFR 1 .78 and MPEP 
§201.11. 

Background of the Invention : See MPEP § 608.01(c). The specification should 
set forth the Background of the Invention in two parts: 

(1 ) Field of the Invention : A statement of the field of art to which the 
invention pertains. This statement may include a paraphrasing of the applicable 
U.S. patent classification definitions of the subject matter of the claimed 
invention. This item may also be titled "Technical Field." 

(2) Description of the Related Art including information disclosed under 
37 CFR 1 .97 and 37 CFR 1 .98 : A description of the related art known to the 
applicant and including, if applicable, references to specific related art and 
problems involved in the prior art which are solved by the applicant's invention. 
This item may also be titled "Background Art." 

Brief Summary of the Invention : See MPEP § 608.01 (d). A brief summary or 
general statement of the invention as set forth in 37 CFR 1 .73. The summary is separate 
and distinct from the abstract and is directed toward the invention rather than the 
disclosure as a whole. The summary may point out the advantages of the invention or 
how it solves problems previously existent in the prior art (and preferably indicated in the 
Background of the Invention). In chemical cases it should point out in general terms the 
utility of the invention. If possible, the nature and gist of the invention or the inventive 
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concept should be set forth. Objects of the invention should be treated briefly and only to 
the extent that they contribute to an understanding of the invention. 
Appropriate corrections are required. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-10 are rejected under 35 U.S.C. 101 because the claimed invention 
lacks patentable utility. 

The instant claims are drawn to a method of generating a representation of the 
compositional distribution of a chemical sample as a function of depth. The recited 
process comprises irradiating a sample with radiation having, but not limited to, a 
frequency range of 25GHz to 100THz, detecting radiation therefrom, obtaining 
frequency data, and deriving a representation from the frequency data. In the instant 
claims, the sample acted upon in unspecified and, therefore, generically encompasses 
any and all chemical content. Further, the instant claims fail to specify what the final 
content of the resultant representation contains or how it conveys any specific or 
substantial function, feature, or characteristics of the generic sample that under 
investigated. 

As such, the instant claims do not recite any particular improvement or resultant 
characteristic imparted to the generic sample investigated by the instant process nor 



Application/Control Number: 10/540,962 Page 6 

Art Unit: 1631 

how the recited process analysis would be used to yield any useful information to said 
investigated sample. The Court of Patent Appeals and Interferences has stated: 

"Practical utility is a shorthand way of attributing "real-world" value to claimed subject matter. In 
other words, one skilled in the art can use a claimed discovery in a manner which provides some 
immediate benefit to the public." A 'use' to do further research is not considered a utility which 
provides an "immediate benefit" to the public. 

Examples of situations requiring further research to identify or reasonably confirm a "real world" 
context of use, and which do not have utility under 35 (JSC 101, as set forth in MPEP 2107.01.1, 
include: 

(A) Basic research such as studying the properties of the claimed product itself or the 
mechanisms in which the material is involved', and 

(C) A method of assaying for or identifying a material that itself has no specific and/or substantial 
utility. 

The instant claims encompass a process of basic research drawn to studying properties 
(sequence variation) of a protein structure and as such do not result in an "immediate 
benefit" to the public. As noted in the utility guidelines (see Federal Register, December 
21 , 1999, Vol. 64, No. 244), basic research on a product to identify properties is an 
insubstantial utility (see page 6 of the Utility guideline training materials). Therefore, the 
instant claims do not have a substantial utility. 



Claims 1-10 are also rejected under 35 U.S.C. 112, first paragraph. Specifically, 
since the claimed invention is not supported by either a specific and substantial 
asserted utility or a well established utility for the reasons set forth above, one skilled in 
the art clearly would not know how to use the claimed invention. 
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Conclusion 

No claims allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ERIC S. DEJONG whose telephone number is 
(571)272-6099. The examiner can normally be reached on 8:30AM-5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marjorie Moran can be reached on (571) 272-0720. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/ERIC S. DEJONG/ 

Primary Examiner, Art Unit 1631 



